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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

2. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In claim 2, line 3, "the extension" lacks sufficient antecedent basis in the claim. It is 
noted that in the "Remarks" section of the response filed 2/14/2008, Applicant has traversed this 
rejection, and provided a dictionary definition of the term "extension", and further states that 
"[W]ith respect to antecedence, a lack of clarity arises when a claim refers to an element or 
limitation, and that element or limitation has not previously been recited; and/or where it is 
unclear as to what clement the limitation is making reference". However, Examiner notes that in 
the present circumstance, no "extension" of the table or pallet mount has been positively recited 
previously in the claim. It is noted that claim 2, line 1, sets forth that "wherein said table or 
pallet mount extends perpendicular to said spindle axis". However, this is not, in and of itself, a 
recitation of an "extension" that "goes beyond the previous normal size" (to quote a portion of 
Applicant's remarks), nor is it inherent that such an "extension" exists, i.e., the fact that the table 
or pallet mount extends perpendicular to the spindle axis is not inherently an indication that there 
is an "extension" that goes beyond the normal size of the table or pallet mount, noting that the 
vertical surface of the table 1 15 or pallet mount 112 that faces the spindle lies in a plane or 
"extends" perpendicular to the spindle axis". 
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In claim 2, lines 5-6, the amended limitation "each include a said pallet mounting surface 
on the side of said pallet support member where said pallet moves being arranged in parallel to 
said pallet mounting support surface" is unclear. Note that it appears that the limitation is setting 
forth that a pallet mounting surface is parallel to itself, which is unclear. 

Additionally, in claim 2, lines 5-6 as amended, "the side of said pallet support member 
where said pallet moves. . ." lacks sufficient antecedent basis, noting that no such side where a 
pallet moves was previously set forth in the claim. 

Claim Rejections - 35 USC §102 

3. Claims 1-2 are rejected under 35 U.S.C. 102(f) because the applicant did not invent the 
claimed subject matter. Note that U.S. Patent Application Pubhcation 2006/0260907 to Ota 
(having no common inventor with the present application, but having a common assignee), 
which is the published version of application serial number 10/541,430 application, teaches 
every limitation of each of the present claims. See at least Figures 1-9 of the published Ota 
application. 

4. Claims 1-2, 2 is as best understood in light of the above rejection under 35 USC 1 12, are 
rejected under 35 U.S.C. 102(b) as being anticipated by WO 02/00388 to Geiger et al. 

WO '388 is not in the English language. However, U.S. Pat. No. 6,826,821 to Geiger et 
al. is in the same patent family, and is being relied upon as an English equivalent to the WO '388 
reference. Thus, all references to column and line numbers herein are with respect to the '821 
patent. 
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Geiger teaches a machine tool system including a plurahty of machine tools 36 (36a-36f) 
laid out in various configurations (see Figures 4 and 14, for example; Figure 1 shows a detail of 
an individual machine tool 36). Note that Geiger teaches a machine tool having a horizontal 
main spindle 10 having a tool 16 mounted at a front end thereof, and "table" or "pallet-mounting 
plate" 26/29 is mounted "facing" the front surface of the spindle 10 (such that a vertical surface 
of 29 is perpendicular to the horizontal spindle axis as viewed in at least Figure 7), and 
detachably mounts a "pallet" 31 which has a vertical surface to/on which a workpiece 15 is 
affixed (see Figures 1, 7, noting that Figure 7 shows the table/pallet-mounting plate 26/29 
positioned facing the spindle 10, noting also that 26 is a turntable device for rotating member 29 
about a vertical axis. Thus, with respect to the new limitations in claim 1, note that when the 
turntable 26 is rotated about the vertical axis by 180 degrees from the position shown in 
Figure 1 (to a position like that shown in Figure 7, for example), the workpiece 15 which is 
fixed on the "pallet" 31 vertical surface, the "pallet" 31 vertical surface, and the 
table/pallet-mounting plate 26/29 are positioned in front of the spindle 10 along the 
horizontal spindle axis, "in this order from the spindle", when the turntable is rotated to 
the position such that the workpiece faces the spindle so that "said machine tool machines a 
workpiece fixed on said pallet vertical surface" as claimed. 

Additionally, note that Geiger teaches various embodiments of a supply and take-down 
equipment arrangement or "pallet exchanger" 41, 61, 72 (see Figures 1 and 8-14) which are used 
to deliver a pallet 3 1 to or remove a pallet 3 1 from a desired machine tool 36a-f (see especially 
figures 4 and 14), and which pallet exchangers fravel along a "frack" 38 from one machine tool 
to another, and back and forth from a "pallet stocker" area 59/60, see Figure4, for example, also 
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col. 5, lines 7-21, for example. For example, "pallet exchanger" 61 is shown in Figures 8-12, 
and has a base, such as, for example, element 42 (other elements could likewise or alternatively 
be considered a base), a "pallet support member" including, for example, at least element 55 (see 
Figures 9-12) which "rotates" about vertical axis 68 "in an indexing manner" (see col. 6, lines 2- 
26, for example, and especially note the pivoting or rotating motion as illustrated in Figures 10- 
12, which illustrate the rotation movement of 55 about the vertical pivot axis 68, described 
specifically as vertical in col. 6, line 11). Further note that the "pallet support member", which 
includes at least element 55, includes "at least two vertical pallet-mounting surfaces", such as the 
vertical pallet gripping surfaces on the gripper jaws 56 of element 55 (note that in Figure 9, axis 
68 is the vertical rotation axis, and that jaws 56 have pallet gripping surfaces extending into the 
plane of the paper that are parallel to that axis). 

Also re claim 1, it is noted that there would appear to be nothing preventing the gripper 
jaws 56 of element 55 from gripping two pallets at the same time such that one of the pallets 
contacted one of the gripper jaw 56 vertical siirfaces and the other of the pallets contacted the 
other gripper jaw 56 vertical surface. Note that the claim is drawn to a "pallet changer" having 
an intended use of "changing a pallet", and not to the combination of the pallet changer and 
pallet(s) (nor the combination of the pallet changer and machine tool for that matter). 

Additionally, re the claimed "pallet moving means", note that the motor 69 and gearbox 
66 are used to perform the rotation motion of 55 about the vertical axis 68, and are thus 
considered to be the claimed "pallet-moving means for moving the pallet (3 1), in a vertical 
state", between the table/pallet-mounting plate 26/29 and the "pallet support member" including 
at least 55 to thereby exchange the pallets (see Figures 8-14 and col. 6, lines 2-26). 
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Re claim 2, see Figures 4 and 14, noting that the "pallet support member" including, for 
example, at least element 55, is movable along the track or conveyor path 38 in a horizontal 
direction perpendicular to the horizontal spindle axis (see also Figure 1, noting the configuration 
and location of path 38 relative to the horizontal spindle axis) to positions such that it is 
"arranged in the extension of said table or said pallet mount in the horizontal direction 
perpendicular to the spindle axis" as claimed. 

Additionally, re claim 2, note that the "pallet support member" including, for example, at 
least element 55, on a side (such as the right side as viewed in Figures 1, 9, and the top side as 
viewed in Figures 10-12, noting the orientation of 38/39 shown in Figures 9-12) of the pallet 
support member (55 would be located at the left of Figure 1) where the pallet 3 1 moves when it 
is held by 29 (see Figure 1), is able to be arranged "in parallel" to a pallet mounting surface of 
the table/pallet mount 26/29 (see Figures 1 and 9-14, for example). 

Also, re claim 2, note that the "table" or "pallet mount" 26/26 has surfaces (at least the 
vertical left and right surfaces as viewed in Figure 1) that extend perpendicularly to the 
horizontal spindle Z axis (see Figure 1). Note also that the "pallet support member" including at 
least element 55 is movable to a position in the horizontal direction perpendicular to the spindle 
axis (along path 38, for example, as shown in Figure 4) such that it can be considered to be 
"arranged" in an extension (see Figure 1, noting that the path 38 is ultimately connected 
to/ultimately extends from the table/pallet mount 26/29) of the table/pallet-mount 26/29). 

Furthermore, note that the "pallet support member" (including at least element 55) 
includes a vertical surface that is arranged such that it is capable of contacting a pallet surface 
and that is arranged in parallel to the "pallet mounting surface" of the "pallet mount" 26/29 that 
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is perpendicular to the spindle axis as labeled below in Figure 10 (noting that Figure 10 is a top 
view). 

Vertical surface of 55 
perpendicular to spindle axis 




Note also that it does not appear that claim 2 requires the "pallet mounting surface of said 
pallet mount" to be perpendicular to the spindle axis, and that the previously described vertical 
mounting faces of the arms or jaws 56 are parallel to the pallet mounting surface of the pallet 
mount 26/29 at various points in time, again noting that 26/29 rotates about a vertical axis. 

Additionally/alternatively, it is noted that vertical pallet mounting surfaces of the two 
members 55 are shown in parallel to one another. 

Response to Arguments 
5. Applicant's arguments filed August 9, 2007 have been fully considered but they are not 
persuasive. 
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6. Specifically regarding the rejection of claims 1-2 under 35 USC 102(f) in view of the Ota 
reference (US 2006/0260907), Applicant makes a number of assertions, which were already 
addressed in detail in the advisory action mailed January 30, 2008. For Applicant's convenience, 
the responses to these assertions will be repeated hereinbelow: 

Additionally, regarding the rejection under 35 USC 102(f) of claims 1-2 over US Patent Application Publication 
2006/0260907 to Ota (which is the published version of 10/541430, which has no common inventor with the present 
application and which has a common assignee with the present application), Applicant has made a number of 

remarks/assertions. 

Firstly, it is noted that Applicant filed a new Terminal Disclaimer (which incidentally was unnecessary as the one 
previously filed on August 9, 2007 was approved to overcome the previous obviousness-type double patenting 
rejections, as was indicated in the final rejection mailed October 15, 2007), apparently in an attempt to overcome the 
rejection under 35 USC 102(f) by including a statement that the two inventions were commonly owned or assigned at 
the time the claimed invention was made. However, as also indicated in the final rejection mailed Oct. 15, 2007, such 
a statement would *only* serve to preclude a rejection based on the Ota reference that was based on 35 USC 103(c), 
and would not in any way preclude the Ota reference from being applied under 35 USC 102(f). Applicant notes, 
correctly, that no 103 rejection based on Ota is at issue. However, again, such statement is not relevant re the 
pending 102(f) rejection. 

Applicant further asserts that one reason for Applicant's traversal of the 102(f) rejection is that "[T[he presently 
claimed invention by applicant is a different invention from the Invention claimed by Ota. Appliant claims "A pallet 
changer...". The reference Ota claims "A machine tool facility..." However, what Ota *claims* is irrelevant to the 
determination of whether Ota teaches the presently-claimed invention for the purposes of 1 02(f). (Note that the issue 
is a 102(f) rejection, and that the double patenting issue has already been settled with the terminal disclaimer filed in 
August of 2007). As set forth in the final rejection, Ota discloses each claim limitation of the present claims. 

Note: the same 35 USC 102(f) rejection of the claims based on the Ota reference that was present 
in the final rejection is also set forth above, and thus, any comments relevant to the 102(f) 
rejection set forth in the final rejection are also relevant to the above 102(f) rejection. 

Applicant asserts that another reason for the traversal of the 1 02(f) rejection is that "Both inventions are owned by the 
same entity..." Again, common ownership does not preclude a rejection under 102(f). See at least MPEP section 
706.02(l)(1), as outlined on page 10 of the final rejection. 

Applicant additionally asserts that another reason for the traversal of the 1 02(f) rejection is that "Both patent 
applications to applicant's invention and to the Ota invention have the same priority date of December 3, 2004", and 
that "Both priority dates arise from International Applications filed in the Japanese Receiving Office on the same day." 
Applicant further states that "There is no evidence to substantiate that the Ota invention was 'made' under U.S. 
Patent Law before applicant's invention was made. Likewise there is no evidence that applicant's invention was 
made before the Ota invention. Therefore, each application is precluded from being used as a reference against the 
other." 

However, this is not persuasive. As outlined in at least MPEP section 2137, "35 U.S.C. 102(f) does not require an 
inquiry into the relative dates of a reference and the application, and therefore may be applicable where subsections 
(a) and (e) are not available for references having an effective date subsequent to the effective date of the application 
being examined". Note that 35 USC 102(f) states that "A person shall be entitled to a patent unless he did not 
himself invent the subject matter sought to be patented", and that the Ota publication teaches all aspects of the 
presently-claimed invention and has NO COMMON INVENTOR with the present application. 
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7. Additionally, re the 35 USC 102(b) rejection based on the Geiger reference, Applicant 
has asserted that the Geiger reference does not teach the new limitation "said pallet defining a 
vertical surface for fixing a workpiece, so that said workpiece which is fixed on said pallet 
vertical surface, said pallet vertical surface, and said table or pallet mount are positioned in fi-ont 
of said spindle along said horizontal axis, in this order from said spindle, when said machine tool 
machines a workpiece fixed on said pallet vertical surface". However, this is not persuasive, and 
attention is directed to the 35 USC 102(b) rejection set forth above, which addresses this new 
limitation in detail. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erica E. Cadugan whose telephone number is (571) 272-4474. 
The examiner can normally be reached on M-F, 6:30 a.m. to 4:00 p.m., alternate Fridays off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on (571) 272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Erica E Cadugan/ 
Primary Examiner 
Art Unit 3722 

eec 

March 26, 2008 



